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Art Unit: 3672 

DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: as currently worded, line 3 
makes it appear as though the preconfigured division does not occur until disposal occurs; it is 
suggested that replacing "at" with -for- in between "element" and "disposal" would resolve this 
issue and clarify the claim. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-4, 7-9, 13-21, 23, 26, 27, 29-35, 37, and 38 are rejected under 35 U.S.C. 102(b) 
as being anticipated by US patent 2,780,294 to Loomis. 

Regarding claim 1, Loomis discloses a disposable downhole tool comprising an 
elongated body 20; a compression element 18 situated about the elongated body; and at least one 
preconfigured division in the compression element, wherein the tool is capable of being disposed 
of in a wellbore because any downhole tool is disposable downhole, i.e., among other unforeseen 
problems, the rings 26 may break or the packer head 16 may become detached from the tubing 
14 (see Figs. 1 and 3). 
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Regarding claim 2, the compression element at disposal of the disposable downhole tool 
comprises a plurality of preconfigured divisions segmenting the compression element into a 
plurality of segments 24 (see Figs. 1-4). 

Regarding claims 3 and 4, the segments are substantially uniform in size and shape (see 
Figs. 1-4). 

Regarding claims 7-9, the preconfigured divisions are at least partly formed downhole in 
response to at least one segmenting event, the event including compression of the compression 
element (see Fig. 3), and setting of the disposable downhole tool in a wellbore (see Fig. 3). 

Regarding claim 13, the preconfigured divisions are at least partially formed prior to 
deployment of the disposable downhole tool in a wellbore (see Fig. 1). 

Regarding claims 14 and 15, the segments are configured to sink in a wellbore while 
being run-in, and are configured to rise in a wellbore while being raised to the surface. 

Regarding claims 16 and 17, the preconfigured divisions are substantially parallel to a 
longitudinal axis of the disposable downhole tool, and the preconfigured divisions segment the 
compression element into three or more segments (see Figs. 1-4). 

Regarding claim 18, the preconfigured divisions at least substantially segment the 
compression element into the plurality of segments prior to deployment of the disposable 
downhole tool in a wellbore, and further comprising a retainer 26 to retain the segments in place 
about the elongated body while positioning the disposable downhole tool in a wellbore (see Fig. 

i). 
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Regarding claims 19 -21, the retainer comprises an o-ring that is external to the 
compression element (see Figs. 1 and 3), and is an inherently fracturable constraint, depending 
on the force exerted on it. 

Regarding claim 23, the preconfigured divisions at least substantially segment the 
compression element into a plurality of segments prior to deployment of the disposable 
downhole tool in a wellbore; and the plurality of segments are held together by an interlocking 
geometry prior to deployment of the disposable downhole tool in the wellbore (see Figs. 1, 2, 
and 5-7). 

Regarding claim 26, the compression element is at least part of a sealing element of the 
disposable downhole tool (see col. 4, lines 28-31). 

Regarding claim 27, the Applicant has admitted in paragraphs [0002] and [0003] that in 
is notoriously known in the art that packers and plugs can be used interchangeably to prevent or 
control flow of fluids in the wellbore, therefore the packer element 18 of Loomis can inherently 
be a plug. 

Regarding claim 29, Loomis discloses a disposable downhole tool comprising a body 20; 
a compression element 1 8 coupled about the body, wherein the compression element is 
preconfigured at predefined locations for segmentation into a plurality of segments 24, wherein 
the tool is capable of being disposed of in a wellbore because any downhole tool is disposable 
downhole, i.e., among other unforeseen problems, the rings 26 may break or the packer head 16 
may become detached from the tubing 14 (see Figs. 1-4). 

Regarding claim 30, the compression element comprises a sealing ring disposed about the 
body (see col. 4, lines 28-31). 
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Regarding claim 31, the Applicant has admitted in paragraphs [0002] and [0003] that it is 
notoriously known in the art that packers and plugs can be used interchangeably to prevent or 
control flow of fluids in the wellbore, therefore the packer element 18 of Loomis can inherently 
be a plug. 

Regarding claim 32, in describing the operation of the device, Loomis inherently 
discloses a method for disposing of a downhole tool, comprising the steps of: deploying the 
downhole tool in a wellbore; setting the downhole tool in the wellbore; releasing the downhole 
tool in the wellbore; and segmenting a compression element of the downhole tool to aid disposal 
of the downhole tool in the wellbore (see col. 5, lines 15-46). 

Regarding claim 33, the method of claim 32 further comprising the step of segmenting 
the compression element of the downhole tool in response to at least a downhole event (see Fig. 
3). 

Regarding claim 34, the method of claim 32 wherein the compression element of the 
downhole tool is at least substantially presegmented prior to deployment of the downhole tool in 
the wellbore (see Figs. 1 and 2). 

Regarding claim 35, the method of claim 32 further comprising the step of segmenting 
the compression element of the downhole tool in connection with setting the downhole tool in 
the wellbore (see Fig. 3). 

Regarding claim 37, the method of claim 32 further comprising the step of segmenting 
the compression element of the downhole tool into a plurality of segments (see Fig. 3 and 4). 

Regarding claim 38, the method of claim 32 wherein the compression element comprises 
at least part of a sealing element of the downhole tool (see col. 4, lines 28-3 1). 
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4. Claims 1-4, 7-21, 23, 24, 25, 27, 29, and 31-37 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US patent 5,350,016 to Thornton, Jr. 

Regarding claims 1-4, 7-9, 13, 16-20, 23, 24, 25, 29, 32-35, and 37, in Figures 5-17 (see 
also the grooves in Fig. 17 for o-ring placement), Thornton discloses a segmented slip that is 
analogous to the segmented element 18 of Loomis, and therefore discloses the same limitations 
as Loomis disclosed in the respective claims above. With respect to claim 25, it would be 
inherent that when a plurality of sealing elements are used that one or more of the elements could 
be turned on the body, either during assembly or during run-in, and would therefore create an 
offset between divisions in adjacent elements. 

Regarding claims 1-4, 7, 8, 10-18, 21, 27, 29, 31-34, 36, and 37, it is further taught that it 
was notoriously known in the prior art that the segmenting occurs in connection with releasing 
the downhole tool, with releasing the compression element from a compression state, and/or with 
the destruction of one or more substantial structural parts of the disposable downhole tool in a 
wellbore (see Figs. 1-4 and col. 2, line 56 through col. 3, line 67). 

5. Claims 1, 2, and 22 are rejected under 35 U.S.C, 102(b) as being anticipated by US patent 
5,701,959 to Hushbeck et al. 

In Figures 5-7 and column 10, lines 27-42, Hushbeck et al disclose a segmented element 
with a plurality of segments 150, wherein the plurality of segments are held together, at least in 
part, with an adhesive prior to deployment of the disposable downhole tool in the wellbore. 

6. Claims 1-9, 13, 16, 24-26, 28-30, 32-35, 37, and 38 are rejected under 35 U.S.C. 102(e) 
as being anticipated by US patent application publication 2003/0213601 to Schwendemann et al. 
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The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 .132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 

In Figures 1-3 and 7, and in paragraphs [0031, for a plurality of compression elements] 
and [0050], Schwendemann et al disclose a segmented element 190 that is analogous to the 
segmented element 18 of Loomis, and therefore discloses the same limitations as Loomis 
disclosed in the respective claims above. It is also of note that the range of hardness given in 
claim 6 covers nearly the whole range of known shore durometer A scale hardness, therefore, the 
elastomer disclosed by Schwendemann et al inherently falls out in this range. With respect to 
claim 25, it would be inherent that when a plurality of sealing elements are used that one or more 
of the elements could be turned on the body, either during assembly or during run-in, and would 
therefore create an offset between divisions in adjacent elements. 

Claim Rejections - 35 USC §103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. Claims 10-12 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Loomis. 

Loomis teaches the disposable downhole tool and method of disposing of the tool from 
claims 7 and 32 above, wherein the compression element of the tool is segmented. However, it 
is not explicitly taught that the segmenting occurs in connection with releasing the downhole 
tool, with releasing the compression element from a compression state, or with the destruction of 
one or more substantial structural parts of the disposable downhole tool in a wellbore. At the 
time the invention was made, it would have been obvious to one of ordinary skill in the art that, 
if the packing 1 8 were to be placed in an area downhole where the inner diameter of the casing 
became too large (i.e., if the casing has unknowingly deteriorated and/or the wellbore collapsed 
in this area) then, upon actuation of the device, the rings 26 would become overstressed and be 
destroyed. Thereafter, the segments 24 would simply go past the edge of packer head 16 and 
either fall into the wellbore, or become caught up in the production/drilling fluids. Evidence of 
such events can be seen in Figures 1-4 of US patent 5,350,016. 

Response to Arguments 

9. Applicant's arguments filed February 24, 2006 have been fully considered but they are 
not persuasive. 

a. With respect to the Loomis reference, while the packer assembly is taught as 
being reusable, it is respectfully contended that any tool is capable of being disposed of in 
a wellbore because of many unforeseen, yet notoriously known, accidents or downhole 
events that require said tool to be left downhole. The claims merely state that the tool is 
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disposable, which means that it is capable of being disposed of downhole, therefore the 
claims are silent as to how the tool is actually disposed of In this case, the prior art 
discloses all of the structure of the claimed invention and only needs to be capable of 
performing the functional language of the claim, which is "at disposal of the disposable 
downhole tool." As stated previously, any downhole tool is capable of being disposed of 
in a wellbore, although it is agreed that the disposal is not always desirable. And as 
stated in the 103 rejection in view of Loomis, Thornton shows specific evidence of 
presegmented well tools experiencing over-compression, breaking apart, and being lost 
downhole. 

b. With respect to the Thornton reference, I do see the slip 8 as a compression 
element because it must be compressed between elements 7 and 13 before it can be set or 
disposed of in the wellbore. I also did not use this reference against claim 28, so it does 
not need to disclose an external sealing element. Although Thornton does say that it is 
undesirable for the parts to fall into the wellbore and become useless debris, the reference 
still discloses that such an event is known to occur, and when said event occurs, then the 
slip segments would be disposed of in the bottom of the wellbore, just as Figure 6 of the 
present invention shows. 

c. With respect to Hushbeck, for reasons analogous to those stated with respect to 
Thornton, the shoe 150 is still subject to compression since the elements above and below 
the shoe are pressed against it during actuation of the tool. 
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d. With respect to Schwendemann, for reasons analogous to those stated with respect 
to Loomis, any downhole tool is capable of being disposed of in a wellbore, and the 
presegmented sealing element 190 would be no exception. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




David J. Bagnefl 
Supervisory Patent Examiner 
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